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IN THE UNITED STATES PATENT AND TRADEMARK O^^ENmP^CENTER 
Applicants: Lara Madison, Gf alt W. Hwsman, and Oliver P, Peoples ^ 

Serial No: 09/235,875 Art Unit 1658 

Filed: January 22, 1999 Examiner . Russell Kaffis 

For: TRANSGENIC SYSTEMS FOR THE MANUFACTURE OF POL70-HYDROXT- 

BZTTYMTE^O-3-mDtoXIHEZANOATE) 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE 
PATENTING REJECTION OVER TWO ISSUED PATENTS AND TWO PENDING 

PATENT APPLICATIONS 

Sir 

Petitioner, MetaboHx, Inc., is the owner of the entire interest in the above-identified 
■ application, U.S. Patent No. 6,593,1 16, issued, Jury 15, 2003, U.S. Patent No. 6,913,91 1, issued, 
July 5, 2005,U.S.S.N. 10/703,906, filed November 7, 2003 andU.S.S.N. 11/053,551, filed 
February 8, 2005, as evidenced by the accompanying Statenents Under 37 CJP.R. § 3.73(b). 
Petitioner hereby disclaims, except as provided below, the tenyifnwi part of the statutory term of 
any patent granted on the instant application, which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C §§ 154-156 and 173 as shortened by any terminal 
disclaimer 'filed prior to the grant of U.S.. PatentNo. 6,593,116, U.S. PatentNo. 6,913,911, any § 
patent granted on pending U.S. Application No. 10/703,906, or any continuation thereof under 
37CFJI § 1 -53(b), and any patent granted on pending U.S. Application No. 11/053,551, or any 
continuation thereof under 37 CFiL § 1 .53(b). Petitioner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it, 
U.S. PatentNo. 6,593,116, U.S. PatentNo. 6,913,911, any patent granted on pending U. S. 
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U.S&K. 09/235,875 
EM; feiraaiy 22, 1999 

TERMINAL DISCLAIMER TO OBVIATE A 
DOUBLE PATENTING REJECTION 

OVERTWO ISSUED *AMNTS AND TWO PENDHtfG PATENT APPLICATIONS 

Application No. 10/703,906, and any paterxt granted on pending U.S. Patent Application No. 
11/053,551 are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, petitioner does not disclaim the terminal part of any 
patent granted on the instant application that would extend to the expiration date of the full 
statutory term as defined in 35 U.S.C. §§ 154-156 and 173 of U.S. Patent No. 6,593,116, U.S. 
PateatNo. 63913,911, any patent granted on pending U.S. Application No. 10/703,906, and any ' 
patent granted on pending U.S. Patent Application No- 11/053,551, as shortened by any terminal 
disclaimer filed prior to the p atent grant, in the event that the granted p atent expires for failure to 
pay a maintenance fee, is held unenforceable, is found invalid by a court of competent 
jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 C J? JL § 1.321, 
has all claims cancelled by a reexamination certificate, is reissued^ or is in any manner 
terminated prior to the expiration of its full statutory term as shortened by any terminal 
disclaimer filed prior to its grant 

The undersigned (whose title is supplied below) is empowered to act on behalf of 
Metabolix, Inc. 
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U-S.SX 09/235,875 
Piled; Jamiaiy2!,i»9 

TERMINAL DISCLAIMER TO OBVIATE A 
BQUBLE PATENTING REJECTION 

OVER TWO ISSUED PATENTS AND TWO PENDING PATENT APPLICATIONS 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on infoimation and belief are believed to be true; and farther that these 
statements were made with 'the knowledge that willful fake statements and the like so made are 
punishable by fine ox imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity ofihe application or any 
patent issued thereon. 




Name : (7£/(//£Vl P. P/CffiLrf-f 
Title: 

Date: S&PTtCW '/Ta. i<jo~r 
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STATEMENT UNDER 37 CFft 3.73JM 

Appfi^m/P^fAnrfWi^ Lara Madison. GlaH W. Hufcman and O liver P. Peopjes 

appTjftnttenNftTPmefrfNQ, ? 09/235,675 fitefllSSuePater,.^ January 22. 



TRANSGENIC S YSTEMS FOR THE MANUFACTURE OF FOLY(3-HYOR OXy- 

_ — „ ■ ^ 



Metabolfr, Inc. 



"IsQtTKAtJt- CO - 3 *HVDKdXYH£*A O A 
,b Corporation 



states thai it la: 

1. O the osafgnee of the entire right, Utie, and Interest; or 

2. O an eeeTgnoe of ah undivided part Interest 

in the potent apptfcriTerVpateft fdanlfffed abow by virtue of either 

A (x) An jUDtanmtrtfrom the Jnventnrfc) or the patent BppDcatjoft/>&tfcfit wanMed above. Tfte assignment was recorded In iho 
P«tent end Tredeinerft Office at Hte\ . Frame JISSL, or for mftfeh a copy thereof i q ettAchoi 

i 

OR 

B.[ } Acfcalnoffitletomthelnve^ 



T- Prom:. 



Tw. 



The document uaa recorded Jn the P*tant end Trademark office m 

RaeJ p Frame r or Tor wtw* a copy thereof la aitadwd. 



2. From: 



To;. 



The document was recorded In thtf Potent and Trademark Office at 

Red , Fran* or for wHch a copy Thereof Is attached 



3. From! 



To: 



The document wae recorded In the Patent end Trademark Office at 
Reel „ , Frame or far %»Neh a copy thereof |e attached 

[ ] Additional documents In the chain of title are list eel on a supplaflientel eheeL 

[ I Copies of assignment* or other documefrite In thechetoof llffedfeatfecfled, 

FHCT/E; A 9op?n*io copy the ©f lajnei eeelgnment doaurnenl or a true copy of the ortgaiel document) 
must be eubmlUed to Asefgnmani Division Jn accordance wtlh 37 CFR Pen 3* If Oie assignment to to be 
recorded in chs records of PTO. See MPEP 302-302.il] 

The UAderslflned (ivhose title la supplied bo low) is empowered lo sign iNe csatamenc on behaffof the assignee. 



Data ' 



TyjwrJor prlnwd nam e 

VP H> D 



Tiae 



Bitfrfon Hour 6tatavuMb TMs fowl le egibrttUd to fete 0.2 hours to complete. Time wW vary capensmg upon tf» nm* of iho ktita&ti cm, atv €omm«U 
on tio cntaupt tf time nu c/ft ttsuted to canphAo tffr romi dioufd bo tent to ihe Chid ufarmtfen Omoar. Patent one T/eaunartE Office, rvathkioion. DC 
30431. 0Q NOT 6END FEES OK COMPLETED FORMS TO TH)S ADDRESS. SEND TO: ASStfOm CommlMleW for PltcAU. WwNnjX, DC 20201, 
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ST ATBMENT UNDER 3T CFR 3,73f W 

f^ntfinmrtriumr Qfaitw: Hulsman. Oliver P. Fffrfft f «4 Fianlc A. Bkralv 

.p^lr^^/p^^- 0ffla7S.875/fi> 1 5 < V3A\k F fledftsaieDal g AUfltt17,1M» / ?oh I5j^0 cft 
«= ^,h. TRANSGENIC MICROBIAL PQLyHVDROXYALKANOATg PRQDUCEftS 
Metabolic Inc. ;fl corpsraaon 



states that It Ik 

1. S the*»^)MOft!Mcridra right, tlte.^lntvB^or 

A.M An wstawiont fiua> ttw hwntorfs) d tte p«enl epjteaton/feelert WertM»d abcvt TteudpvnentwisracoraDtflrtlhe 
Rutmtand Tpdemaft Olte* « R*fl JfisSl, Fwm* J™- «* fo™Ha» i copy tf*«©» I* attach** 

OR 

g.t I Aeh^rft»*fnOTtt»lrWBrtor^ 



ThB document *»• fuewdsd in tfw ntant »nd TitdtiMfk Olfle* it 
p*i . Frame , orforvMcfta copy Wtrttf 



2. Fran: ■ T«C- 



Tht doamMt wu rwaidtt* in 1tw Paw* *nd Tmdmwk Otflcttt 
bmi .Fnm», „. i* to/ whi^j ccw thereof is ottacft«d. 



3. _ — T « — 

The dacumiiAMWXcofdedin IhePitmUnd Twtoiwrk Office *t 

rm , Ram* , or fw which ■ copy flweoftoBPidw* 

[ ]AoWoMl*CUmattlrifttcW4 
r*orirtlntlwraeMS»aril»FTO. jgetMPSPaOWM.m 

Typtdorprtnltdrwina 
TJtte 
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■ Uhflar H» Pacwfycrtf Radudton Ad cr iaag.-no-pcftonc una require* to respond to a cofle dian crflnformaBon untass tt giytays e valM OMB rorttra rnirwter. 



: ! STATEMENT UNDER 37 CPR3.73ftri : 

ApplteMt/PatBTitOwne r Btelt W. Hiilsrnan, Olh/arF, Paoples/and-FrankA, SkralV 
- Applic&tlonNo./P.atent No. : " -«Hft91l' ' ' ' F iled/issue Date :. Jute&jgpS ' 



' /Entitled: TRANSGENIC MICROBIAL POLYHYDROXYALKANOATTE PRODUCERS 
^Metabolix, Ina : ' AW- 1 , a : Corporation 1 •■=.-•" ; ' - 



: 5tates1hatrtis: . t ; , ' \ -,. *: : : ! [ ' ! I ■'; ' : „ " "': * 

jnlte patent ^ppncaflo^ . 

A'pq An gsslgnrflar* from the in^^ ThaassfgnrneatwaB recorded inttre 

Patent and Trademark Office at . ReeT jum^ 'Frame. BEH p or/fbrwhlch a copy thereof Is attached. 

&, {' ] Actiaindf tltlBfr^theinyenW^ 



Thfe documant^os recorded in ihe:Patent and Tradqmarfc Of Him G¥t . * 
■Reel; Frame "" . ar'fbriAMcKa Bopy thOTpr\f&^attactei; 



Z. From: : : : ::••!•:>: ; ; ""I , ja 



Tho : jdocument was 'recorded in'thqPatsnts^ Trademark XDfficQ-at 
, . ^eei • • -. Frame: ' '. M ■ '; : : _y bfr fo'r'whloh a copy theraafls attached, 



The-'doquro^t;was recorded J^t(>e-J^nt OfldrTWdmi^rKOfiicefat :• j 
Keel : ■ -. -Frame : ~ . ar for which' a cow - 

1: ] JWcflflonal documehriJn itHe :cKaTri of .fitfo are IlitQd.on s-eupplemental sheet : : | " ; : ; * 

; t J .Capte oHae^^ 

' tngte.- A.aepajate copyfte^ 

: := must be submlrjed ^AaaignmBht Divfelim In.accordanco wlthp7 Cf^Pan 3, \f the "gssjgnmerrt is to be : 
^L.reoor^dtnttwfti^ 



■ : .* ! , - t " pate-- . .;• :• *. - T~i ; * ; i / ;Sfgnsrture t: : 




! !"!;:,. : Typed orpririted name 



TjUb 



' Bur S(y Hpur Sta^wnt TMs form- 1 a est^atsd tn take- 02 houre lo comptela nnie wlli varyaaf^rufms won Ihe^ needs of (he Individual cas«. Ahv comments 
52 J? ^^li^^^XSHJ^i^^J^SEP 1 * 5 Ws form W& te Bern »-ma CWaf Inforniatton Cwlcsr, t Patart and Ttacfemaft Office, Wa^rwtDn. DC 
. BQm DO NOT- SEND FEES OR COl^LErHSTORMSTO.TVIIS ADDRESS. SEND TO: ; Aa3jfita# CDnUrtteJonar far PatonlE, WQEhJriBRm, QC2CCbl. 
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: - * | -Upitef frig rtparwnrfc Redudtax Act 6f 1 BBS* rri pemoJis-O W'fttoUtred to respond to a coteetoi of lnfatmhrt unless. fhtoohMi a valid OMB cop w number. 



STATEMENT UNDER 37 CFR a.T3lbl 



Ap^i^p Ki ft p a wMn 10/703,506 . ! " ' ■Fii'edflS^eP^ -Number 7,1200*, 

! Entitfed t TRANSGENIC SYSTEMS FOR THE ^NUFflOTURE'OF-POLY(^ 

; ' MetkbdllxJha '- ; " ! .. .•• •': './.a : Go^oratlgn.: 



A: D<j An assignment from tri^lnwntorjsjitf.tte'p^ We^flad : abw& The assignment was raccrdad in tha 

. Patent qndTiactenra^ . 



■ :: The document was/traited In tte^ .■: 

' Rafll v fe*™ * : ' ' " orfarwhtch aispylhafBOf teirttechod. ' - « " t y \\\\ 

*The : document was,:recordad fa.tnfr,Patent : and TradenranViwricfr at 
.:• .;.Real : - • ; ' ' — Freiha : .. rorfty which a'a^tfeflBOriSflltachBd>; .. ! ' '* 



f attached 



* Real Frame • > ■ • = • : V qH'fprS Which 3 : wpy thereof :[& a — 

■ : . : : : ; ! :i ! * . . ; \ . \ •• i :y. - ; ; - : 

■ 'p ' j Aricfltion3j:documcnts in- the s chain dCfflfom listed w -a Supplemental sheet*. : 
..I;::;:;;'!'.: ;: -■.»;..;;• ::• 'i*'"*;;, ,r. :^: ; .".--;> :*: * ^i'-; " 

"[ , ] .Copfels of assignments or om&r^o WJments In .tHe chain^fDtie.ore anae^il , * 

f^OTE: AsepdrateQO^^.triebrf^ta^qhm 
,!:: : :' fpu^te submitted to AES^r^er^Diulslc^ . 
'rec^nc^^ifftiwrac^scrf^e^O: gM*MPEP3^ t 02:fi(J : :;. , .: '. | *.\ *. ;t j: :: 

1 - : " ! : i : : : !i :. | j| u i ' . '•!'!;• • ! : - : . *: : . "\ • - - - , : 

: .Tto:untJer&3Fmd>rhi^^ behalf af the assl^nea 




Date - r : 'T^.li ::* Signature : ; t „■ t ; ^ § , * , * 



• ; ; f 
i .f.i 



. :.TypedQrprintec|namB 



Titte 



• an Ui»(&mnUai-tf Umfi you ara:rw?utred.io comglet© tWs torn ctictfd tossat to- the Chief fnfoncabon Offcor; Patsn] an4 Tmctema/ki Office Wadilngtoa [3D 
30231,. op NOT BEND PEES OR COMPLETED FORMS TO THIS AOQRESS. SEWD TOt AaAtastii Comrnf&sloner for Patents, Washington. DC 213231, 
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tf3Q/2Q0a-OM8 055HKHt 
WTMBslTOFCOMMBRCE 
ia vtfld OMB control number.. 



S TATEMENT U NDER 37 C FR SJTZtb\ 



iAppii^t/H^tQyitbwnar rGialtW; Hulsman.. silver P. Peoples, sand FrankASktely 

' AppiWtiHnMft/^irfl/irMn v 1iyQ53£51 ' ' ■ ' ' p itea/lssue Date: : February B, 2005 



Metabclix.lna 



a Corporation 



.-{tVpo of As9^nfiB,-e.fl n - wrpqmHgri paTtn.cntWp. univeitiiijf, scwmrmmiaaflocv, ait.) 



v 2, an&signeeofan'^ 
1h iHe patent appSdatlCHV^ 

\ A. M • Ah assignment Tram the inventer^bf the. patent epplfetorVffcfent Identified above. Theiassignment was recorded in the 
* "Patent-and Trademark OfflGMt* fisai imfta, Frame • Q637___, .^rf or which ■acopytheraof Is attached.. 

Bvl ] A^i^oftUlefnwtn&m^^^ 



1. From;, 



Tha document was roconjeit In the patent and TradOTarH Pfflce at 



. Real 1 .! 



1, .Frame, 



j or for ; whteh ft -copy thereof is attache^ 



2. :Frttm:_ 



The iefoeument'V!** record^-lo lfte Patent and TtadrimaffcOmcfe at ■ ' 

: FngmV : ' : ; "■. < ar far wfttoft ^'fepW tWbPBdf..1te attached: 



f ha ttoeum'flnt waarecrirde'd in IhsrPatentand Tr^emark Offlee^t' : i : 

; ■ Red - ■ ;' ' M ■ Prama " ; : - : L or for w«$h:kaW thOfwMs^tted; - .:: j ' 

; : : ; ( : J-iMdWonal doBur^oryteiln trie ctiaCn^ fibeareltetsd jon^u^waifai sheet. ; \\V : \ 

\NOT& A9^^tei»py'(^.the original essgruttBriVdoctim^ document) 
:;;!*: rr'ust be submitted ,to; Assignment OivM on in, accofif&njce Wlth;37 CFR Part 3, if the. assignment is to be 
\'\ worded m.th^Wc&rcfspf the r^O. i^ MP^BOMQS.^ ; : | ' " » * . 

: The t undeiBifl"ned tfwhpseitftldte SMPpil* '&tow9 Is empoaflMnd to B^V^statemeri ori |aehaltqf the assfjjnee. 



: , ' ■ i i j. : i 
i . • • : ? i 



Date* 

: ill : i 



I'!! I:'. :< - v ;i;j::- : ' !:•:-.: S^W*lW*-:-r i j.i-^ijj: 



•'•jJiX. TypiaddrprtntedhainB.;; 



Burden "Hour SlatsmBftt: This term Is estimated tD taka,42 hours tQ-CQmpfflte. Time vary depending upon ihe needs of lhe irufivkhifll case. Any comments- 
cm to* artmrt dime you ate requbtod 16 compters this 'farm should t£ sent to the Chtor Information Olflesr. Patent ^ndjradenartt Office. WBahtn^on, DC 
' ; 23231 : OO NOT SENO FffiS OR COMPLIED PORMS TXp THIS WPF^SS. TO: Assfemat C^rrrmte^onBr tar Patenifi* yVUhjnQlon^ DC 20231: 
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